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Legal Matters
 How is an organization’s intellectual 
property “house” set in order to maximize 
value and minimize risk of a transaction of 
intellectual property (IP) assets?
 Experienced dealmakers understand 
that, whether on the acquiring side or the 
transferring side of a deal, proper prepara-
tion for or execution of due diligence 
can significantly alter the outcome 
of a deal. Yet, dealmakers do not 
always understand how to assess IP 
assets in a deal. Due diligence on IP 
assets, such as patents, trademarks, 
copyrights and trade secrets, is less 
commonly understood, perhaps 
because of their intangible, some-
times abstract nature and relatively 
recent emergence as valuable assets. A 
tendency to “number crunch” the financial 
aspects in a deal can cause other aspects of 
the IP assets, that are equally if not more 
important, to be overlooked.  
 A few key considerations in an IP deal 
include:
	 •	Who	owns	the	IP	assets	being	trans-
acted?
	 •	 Are	 the	 IP	 assets	 properly	 main-
tained?
	 •	Do	the	IP	assets	provide	meaningful	
exclusivity?
	 •	How	are	the	related	intangible	assets	

impacted by third-party rights?
 Understanding these considerations 
can aid in preparation for and execution of 
IP due diligence.

Ownership
 A buyer (e.g., assignee or licensee) 
of IP assets should first and foremost be 

concerned that the seller (e.g., 
assignor, licensor or donor) actu-
ally owns what is being sold. 
Although this seems obvious, 
verifying ownership of IP assets 
is not as straightforward as rou-
tine title searches and title checks 
familiar in transactions of real 
property and other tangible assets. 
As a buyer, verify each link of the 

chain of title of each asset from the inventor 
(or creator) to the seller. Competent intel-
lectual property counsel should examine 
the assignment documents. A hasty check 
of the online assignment records at the 
United States Patent and Trademark Office 
(USPTO) is not sufficient, particularly for 
patent assets, because recordation of an 
assignment is not sufficient evidence to 
demonstrate a proper transfer. The subtle-
ties of a proper assignment document are 
not always checked by the USPTO and, 
thus, recording an insufficient transfer doc-
ument is common and mere evidence of 

recordation does not necessarily confirm a 
complete chain of title. A buyer should also 
investigate and inspect for other encum-
brances on the IP assets, such as licenses 
and liens. 
 As a seller, being prepared to present 
documentation to support the chain of title 
of each asset can help streamline the IP 
due diligence process. Proactively demon-
strating complete chain of title for assets 
being transacted enhances the trust and 
confidence of the buyer. Consider verify-
ing chain of title in advance of a potential 
deal to avert an uncomfortable situation of 
explaining a hole that may create mistrust of 
the buyer or even kill the deal. Careful col-
lection and tracking of proper assignments 
from inventors (or creators) is an important 
IP management tool for any organization 
seeking to derive value from IP assets. A 
seller would also be wise to be aware of 
and forthcoming about any encumbrances 
affecting ownership rights, again to avoid 
breeding mistrust of a potential buyer.

Maintenance
 In almost every country, IP assets must 
be maintained, generally through annui-
ties, maintenance fee payments and/or a 
renewal process. If the maintenance process 
is not complied with, an IP asset may be 
irretrievably abandoned. A buyer should be 

concerned that the maintenance payments 
are current and that the IP assets remain in 
force and will confirm such for each asset 
being transacted.  
 A seller can build trust with the buyer 
and expedite the deal by demonstrating that 
the maintenance processes are current for 
each of the IP assets. Presenting documen-
tation of annuities, payment of maintenance 
fees and renewal of IP assets demonstrates 
the seller’s IP house is in order and bolsters 
a belief that the IP assets are all that is pro-
fessed.

Exclusivity
 A buyer of any asset is keenly inter-
ested in assessing the value of the asset. 
Unfortunately, unlike many tangibles, the 
value of IP assets is not easily deriv-
able from comparables or a robust market. 
The value of IP assets is complicated and 
depends on a number of factors that are 
hard to evaluate objectively. The factors 
may include the industry or technology 
area, how the IP assets may complement 
other IP portfolios, the demand for products 
covered by the IP assets and the exclusivity 
of the IP rights. Many of the factors affect-
ing value are business considerations and 
are uniquely assessed by a given organiza-
tion. However, exclusivity of an IP asset is 
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 It was an after-hours alarm at 
an office supply store that alerted 
a facilities management team to a 
problem at the site. When the team 
arrived, they discovered a pipe 
had burst and water was flowing 
into the building. Because 
of their fast response, they 
were able to save the prop-
erty owners thousands of 
dollars in potential water 
damage and repair costs
 Many real-estate 
investors and property 
owners have found solid 
value in hiring a facilities 
management team to over-
see their properties. And 
working with a staff of highly 
trained experts can enhance ser-
vices while helping to minimize 
operating costs.
 Outsourcing responsibilities 
in regard to managing and leas-
ing properties to a third party 
team can create peace of mind 
for owners who don’t reside in 
the same city, the same state, or 
even the same country. A facilities 
management division can be the 
eyes and ears for property own-
ers, keeping up with day-to-day 
maintenance and being on-call for 
emergencies 24 hours a day. Like 
the previous example, they act as 
first responders when there is a 
property issue.
 A facilities management team 
can do daily inspections, check-
ing for graffiti, break-ins, broken 

windows, leaky roofs, elevator 
problems, trash pick-up and even 
making sure the lights are turned 
off. By identifying and addressing 
these issues regularly and early, 
the facilities team will help main-

tain curb appeal and pre-
vent additional or esca-
lating problems. 
 Inside the 
building, a facilities 
team provides services 
that keep tenants happy 
and leased space look-
ing its best. Facilities 
personnel will perform 
sprinkler and drywall 
repairs, painting and 

touchups, and janitorial services. 
 Trained employees can 
also do HVAC repairs as well as 
address any plumbing, electrical 
or janitorial issues that might arise. 
The team can even do retrofit-
ting, such as upgrading lightbulbs 
or other energy-saving devices 
to save money and increase effi-
ciency. 
 Property owners don’t have 
time to visit properties and address 
these issues, but a facilities staff 
will regularly perform these 
seemingly small tasks and quickly 
respond to any larger issues that 
may arise. By swiftly and expertly 
responding to property concerns, 
a facilities team will help keep 
tenants happy and satisfied with 
a property. Ultimately, this will 
lead to longer leases and lower 

vacancy rates.
 If a property is coming up 
for a building code or fire inspec-
tion, a facility services team will 
prepare for the inspection wheth-
er it’s on an annual, quarterly 
or monthly basis. The staff will 
check fire extinguishers, evacu-
ation plans and make sure the 
building is up to code in time for 
the inspectors. Additionally, the 
employees can check the efficien-
cy of emergency plans, creating a 
better, safer work environment for 
the building’s tenants.
 Hiring a third-party facili-
ties management team is basically 
a one-stop shop where all ven-
dor management and emergency 
contacts can be handled in one 
place. A high-quality team will 
be able to act as a first point of 
contact for property emergencies 
and additional vendors, and can 
even act as a project management 
group. They can oversee property 
construction, upgrades and tenant 
build-outs. 
 A property management 
team provides vital “boots on the 
ground” for property owners and 
investors. By working with a facil-
ities management group, investors 
and owners can rest assured that 
their properties are being looked 
after, maintained and held to a 
high standard of compliance. 

Nate Millward is maintenance 
manager of NAI WEST Facility 
Services. His team of 11 tech-
nicians provides maintenance 
and facility services for industrial, 
office, retail and multifamily prop-
erties across Utah. NAI WEST 
Facility Services is part of NAI 
WEST.
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something like, “Click here to 
save 25 percent,” or “Sign up now 
and discover three ways to make 
more money,” or “Buy now and 
get this cool gadget at no extra 
cost.” People need to be told what 
the next step is.
 4. Advertising is too fre-
quent. Everyone hates feel-
ing bombarded with too many 
e-mail blasts, too much junk mail, 
too many flyers and ads and so 
forth. Every industry is differ-
ent, but sending one to two short 
e-mail blasts per month should 
be enough. Find creative ways to 
catch people’s attention and be 
memorable without making your 
audience feel like you’re beating 
them over the head with too many 
ads.
 5. Website is difficult to 
navigate. Why do people go to 
your site? What information is 
most important to them? Make the 
important information easiest to 
find. You only have a few seconds 
for people to find what they need 
before they get discouraged and 
move on to another site. 
 Also make sure all your links 
work. Broken links will frustrate 
your audience and make you look 
unprofessional.
 6. Vital information is hard 

to find. Don’t you hate it when 
you go to a website and have to 
hunt for a phone number? If you 
want people to contact you so you 
can make the sale, then make your 
contact information easy to find in 
all your marketing avenues. Think 
about what information is most 
important and make that informa-
tion easy to find. 
 7. Business card is not the 
standard size. This is a common 
complaint, believe it or not. The 
standard size for business cards in 
the U.S. is 3.5 inches by 2 inches. 
Cards with other dimensions are 
usually thrown away because they 
don’t fit in organizational systems 
made for business cards. So, go 
ahead and get crazy with rounded 
corners, bright colors and cool 
cardstocks. But I recommend you 
keep your business cards the same 
old standard size so people will 
want to keep them.

Katie Ferguson is the owner and 
creator of Graphic Forte. She is 
a graphic designer who helps 
business owners up level their 
branding so they can better con-
nect with their target markets and 
grow their businesses more rap-
idly. Ferguson designs logos, print 
materials, websites and more, and 
has a degree in communications. 
For more information or to see her 
work online, go to www.graphic-
forte.com. 
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a uniquely legal consideration and 
should involve IP counsel.
 The exclusivity of a patent 
depends on the scope and enforce-
ability of the claims of the pat-
ent, which are properly assessed 
only by experienced patent coun-
sel. A buyer concerned about the 
exclusivity of patent assets being 
acquired will seek patent counsel 
to examine the prosecution history 
of each issued patent to determine 
and advise whether the issued 
claims are reasonably broad in 
view of the prior art and that 
appropriate care and judgment 
were exercised to procure the pat-
ent asset.  Patentability searches 
and/or opinions performed prior 
to filing for the patent assets may 
be analyzed, and independent pat-
entability searches may be con-
ducted. The actions and decisions 
of the entity and its patent counsel 
that filed and/or prosecuted the 
patent asset should be scrutinized. 
The buyer should also scrutinize 
any previous efforts to enforce 
and/or invalidate issued patent 
assets, such as through litigation.
 A seller of patent assets that 
is prepared to present patentability 
searches and otherwise demon-
strate a thoroughness of process 
and investment in procuring pat-
ent assets builds trust that gener-
ally enhances value. Regardless of 
the pre-filing activities, the metic-
ulousness during patent procure-
ment and/or previous enforcement 
activities, a seller can nevertheless 
build trust and confidence and 
demonstrate its IP house is in 
order by being forthcoming and 
responsive to requests for infor-
mation from a potential buyer.
 The scope and enforceabil-
ity of other IP assets, including 
trademarks, copyrights and trade 
secrets, are also legal consider-
ations. Demonstrating thorough-
ness and appropriate care and 
judgment can enhance the value 
of these IP assets as well. 

Clearance From Third-Party 
Rights

 A buyer in some deals may 
be planning to use the technol-
ogy or other intangible assets that 
may be covered by or otherwise 
related to the IP assets involved. 

Such a buyer needs to understand 
how the intangible assets may be 
restricted by third-party rights. In 
the case of a buyer of technology, 
the buyer should be concerned not 
only that the related patent assets 
provide appropriate exclusivity, 
but that the technology involved 
does not infringe the patents of 
third parties. To assess the risk of 
infringement, a clearance search 
may be performed and patent 
counsel can conduct a clearance 
analysis (sometimes referred to as 
freedom to operate search/analy-
sis).  
 A buyer concerned about 
clearance issues needs to under-
stand the differences between 
assessing patentability and non-
infringement. While patentability 
and clearance analyses relate, and 
in some instances may intersect, a 
clearance analysis is approached 
from a different perspective and 
accomplishes a different objec-
tive than a patentability analysis. 
In short, patentability considers 
the disclosure of other referenc-
es while clearance is concerned 
with the claims. A patentability 
analysis does not include a care-
ful analysis of claims to assess 
clearance from claims that may 
be infringed. Misperceiving that a 
positive patentability analysis sat-
isfies clearance concerns provides 
little more than a dangerous and 
false sense of security. It is also 
important to understand that clear-
ance searches and analyses are 
more involved and more complex 
and require considerably more 
time and resources.  A clearance 
analysis of a complex technology 
or varied collection of technolo-
gies can take considerable time 
and may impact or be impacted by 
the timing of a closing. 
 As a buyer of IP assets, 
ensure your IP diligence process 
addresses often overlooked fac-
tors affecting the value of the 
transacted IP assets. As a seller, 
a careful, thorough process and 
preparation for IP diligence can 
preserve and enhance value.

R. Whitney “Whit” Johnson is an 
associate with Stoel Rives LLP 
who focuses his practice on U.S. 
and foreign patent procurement for 
computer software and hardware 
as well as networking, electronics 
and business method inventions. 
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