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Properly used, patent opinions can be 
one of the most cost-effective and 
valuable tools a company can have 

to not only shield itself from a willful 
infringement verdict, but also help it avoid 
being sued for infringement in the first 
place. Without fully understanding patent 
opinions, however—including what they 
are, why to consider getting one, when to 
get one, who should provide one, and how 
to use them—their value can be greatly 
diminished. 

This article will attempt to unveil the 
intricacies of patent opinions, and particu-
larly those that are most critical to under-
stand in order to maximize the value of a 
company’s portfolio of patent opinions.

WHAT IS A PATENT OPINION?
There are several types of patent opin-

ions, both defensive and offensive in 
nature. The most common types of defen-
sive patent opinions are non-infringement, 
invalidity, and unenforceability opinions. A 
non-infringement opinion might arise, for 
example, in the context of an infringement 
allegation made by a patentee. To illustrate, 
let’s assume that a company (“Acme”) 
receives a demand letter from the holder 
of a patent, in which the patentee asserts 
that one of Acme’s products infringes the 
patent. In the face of such an allegation, 
Acme would be well-advised to have a pat-
ent attorney conduct an independent analy-
sis of the matter. To the extent the patent 

attorney’s analysis reveals that the accused 
product or method does not infringe—or at 
least to the extent there is a good-faith, non-
frivolous basis for asserting non-infringe-
ment—Acme may decide to obtain a formal 
write-up of the patent attorney’s analysis in 
the form of a “non-infringement opinion.” 

If Acme instead believes that the claims 
in the asserted patent are overly broad, it 
may decide to conduct a search to identify 
prior art that might invalidate the patent. 
If Acme’s patent attorney identifies prior 
art that likely invalidates one or more of 
the patent’s claims, again, it may decide to 
obtain a formal write-up of the patent attor-
ney’s analysis in the form of an “invalidity 
opinion.” 

Invalidity opinions may also be com-
bined with non-infringement opinions. For 
example, if Acme’s patent attorney con-
cludes that some of the patent’s claims are 
invalid, and others are not infringed by the 
accused product, the opinion Acme obtains 
may be a combination non-infringement/
invalidity opinion. 

Although less common, there are also 
other forms of defensive patent opinions. 
For example, if Acme’s patent attorney 
concludes that the patentee attempted to 
defraud the patent office during prosecution 
of the application that ultimately issued as 
the patent being asserted against Acme, the 
opinion letter Acme receives from its patent 
attorney may take the form of an “unen-
forceability opinion.”

Offensive patent opinions are also com-
monly obtained. For example, let’s instead 
assume that Acme is the patentee and has 
sent a demand letter to another company 
(“Beta”), in which Acme accuses Beta of 
infringing its patent. Before filing a lawsuit 
against Beta, Acme is obligated to conduct 
an investigation to verify the presence of a 
good-faith basis for bringing the lawsuit.1 
To memorialize the results of the pre-filing 
investigation, Acme may be interested in 
procuring an infringement opinion. As the 
counterpart to invalidity opinions, validity 

opinions are also common. For example, 
to the extent that Beta responds to the 
demand letter with allegations that the pat-
ent is invalid, and to the extent that Acme’s 
patent attorney disagrees with these allega-
tions, Acme may decide to obtain a validity 
opinion before bringing suit. Similarly, to 
rebut any allegations that Acme’s patent is 
not enforceable, an enforceability opinion 
might be obtained prior to filing a com-
plaint for infringement of the patent.

Another type of opinion that Acme might 
have reason to obtain is a “product clear-
ance” or “freedom to operate” opinion. If 
Acme has a new product that it is preparing 
to release, it may conduct one or more clear-
ance searches to identify any potentially 
problematic patents in the field prior to 
launching the product. A formal write-up 
of the results of a patent attorney’s analysis 
of the search results may then be obtained 
in the form of a product clearance opinion. 
However, to the extent that one or more 
of the patents identified by the search are 
particularly troublesome for one reason or 
another, as discussed below, those patents 
may be the subject of one or more of the other 
opinions discussed above. Thus, a full clear-
ance of a particular product may encompass 
not only a clearance opinion, but also one 
or more invalidity, non-infringement, and/or 
unenforceability opinions, each addressing a 
particular patent.

WHAT ARE THE HALLMARKS OF A GOOD 
PATENT OPINION?

Not all patent opinions are created 
equal. Patent opinions may even be worth-
less if they are not prepared properly. In 
fact, a poor patent opinion may be worse 
than worthless in some instances because 
such an opinion may cause its recipient to 
conduct business in reliance on the opinion 
in a manner that results in greater harm 
than would have resulted in the absence of 
the opinion. Here are some of the things to 
look for in a competent patent opinion.

First, the opinion should be in writing. 
Oral opinions, although useful in certain 
limited circumstances, are generally disfa-
vored.2 As one example of a circumstance 
in which an oral opinion might be useful, 
let us assume that Acme has an imminent 
product launch and has come across a 
patent that is of particular concern for 
one reason or another. Assuming Acme’s 
patent attorney has conducted a prelimi-
nary analysis of the patent vis-à-vis the 
soon-to-be-released product and has con-
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cluded that a good-faith basis for assert-
ing non-infringement exists, Acme may be 
interested in obtaining an oral opinion of 
non-infringement from its patent attorney in 
anticipation of the product launch. An oral 
opinion in these circumstances may have 
value to the client in that the client may be 
reluctant (and for good reason) to proceed 
with the product launch in the absence of 
clearance from a patent attorney. 

However, even where oral opinions have 
value, the oral opinion should be followed, 
as soon as possible, with a formal written 
opinion. The written opinion should contain 
a reference to the oral opinion, including 
the date on which the oral opinion was 
given and an overview of the information 
conveyed to the client by way of the oral 
opinion. If the oral opinion is followed by a 
thorough, well-reasoned written opinion, it 
may help establish that the client acted in 
good faith to ensure that it was not infring-
ing upon another’s patent rights prior to 
releasing its product. If, however, the oral 
opinion stands alone and is not linked with 
a written opinion issued shortly after the 
oral one, the oral opinion is not likely to be 
of much value to the client.

Second, patent opinions should avoid any 
conclusory and/or absolute statements. An 
objective opinion of counsel is much more 
likely to speak in terms of probabilities than 
certainties. Accordingly, you should expect 
to see statements like “it is more likely than 
not that a court would hold . . .” instead of 
statements like “product x does not infringe 
. . . .” If there are reasonable counterargu-
ments to the positions presented in an opin-
ion (and there often are), a good opinion will 
often address these counterarguments and 
rebut them. Very little in the world of pat-
ent law is black and white, and an opinion 
that ignores this reality may be looked upon 
with more suspicion than one that acknowl-
edges the shades of grey. Invalidity opinions, 
however, often speak in terms that are more 
definitive than those used in non-infringe-
ment opinions, due to the greater burden 
placed upon a party seeking to invalidate 
a patent relative to one seeking to avoid an 
infringement ruling.3 

Third, patent opinions should be thor-
ough and complete. You will never see a 
competent opinion that fails to consider 
and analyze the file history of the patent. 
In addition, each relevant claim and claim 
limitation from the patent should be con-
strued. Similarly, in an invalidity opinion, 
the prior art should be carefully compared 
and cited with the claim limitations of 

any allegedly invalid claims. Finally, all 
relevant facts and legal theories should be 
fully developed in the opinion. As a notable 
example, a competent non-infringement 
opinion should always consider not only 
literal infringement, but also infringement 
under the doctrine of equivalents.

Fourth, the patent attorney and client 
should work together to make sure that the 
opinion is meticulously accurate. Any with-
held or misstated facts could render the 
opinion worthless. Moreover, any material 
facts that change after issuance of the opin-
ion should be considered and reanalyzed in 
a supplemental opinion. For example, if the 
product at issue in the opinion changes or 
is updated as a new version, consideration 
should be given to whether a supplemental 
opinion is warranted. To the extent that one 
or more of the key facts used in the original 
opinion to form a non-infringement argument 
changed in some manner, a supplemental 
opinion is definitely needed. A court is not 
likely to allow a client to rely on an opinion 
issued for an outdated product unless the 
new product is identical to the old one, at 
least insofar as the analysis of the opinion is 
concerned. By the same token, to the extent 
that a new court decision is rendered that 
overturns or casts doubt upon one or more 
of the decisions relied upon in an opinion, 
the opinion should be revisited in light of 
the new case law and consideration should 
be given to whether a supplemental opinion 
may be needed.

WHY GET AN OPINION?
There are several reasons why one might 

consider obtaining a patent opinion. As 
alluded to earlier, such opinions are most 
commonly used defensively—i.e., by a 
party attempting to avoid infringing another 
party’s patent(s). One of the primary uses 
for an opinion by such a party is to help 
avoid a willful infringement ruling. 

An infringer who is found to have willfully 
infringed a patent may be in the unenviable 
position of being held liable for not only the 
patentee’s lost profits, but up to three times 
the amount of the lost profits. Moreover, 
attorneys’ fees are much more likely to be 
awarded for willful infringement. Given that 
attorneys’ fees alone exceed $2 million for a 
typical patent infringement case, this is no 
small concern.

The dire consequences associated with 
a willful infringement finding are rendered 
all the more concerning by the fact that 
assertion of willful infringement is routine. 

Indeed, rare is the patent infringement case 
in which infringement is alleged without an 
accompanying allegation of willfulness.4 

Similarly, willful infringement rulings 
by a judge or jury are also anything but 
rare. In fact, if a jury finds infringement, it 
is highly likely to find the infringement to 
have been willful (nearly 70% of the time).5 
Judges are less likely than juries to tack 
on a willfulness finding, but the tendency 
for willfulness to follow an infringement 
ruling in bench trials is still surprisingly 
high. Over 50% of the time a judge finds 
infringement, the infringement is ruled to 
have been willful.6

Whether a company reasonably relied 
on legal advice is a critical factor in deter-
mining if infringement was willful. In fact, 
in most cases, reliance (or lack thereof) on 
an opinion is the single factor that gets the 
most attention.7 

To illustrate the significance of pat-
ent opinions in willfulness inquiries, a 
recent study found that 84% of the time 
judges considered willful infringement in 
the absence of an opinion of counsel, the 
inquiry ended with a willfulness finding.8 
By contrast, when the accused infringer 
presented such an opinion, judges found 
willful infringement 45% of the time.9 So in 
the cases considered in the study, the pres-
ence of an opinion of any kind reduced the 
risk of willful infringement by nearly one-
half. Still, 45% strikes me as a rather high 
number. However, the Court of Appeals for 
the Federal Circuit—which is the appellate 
court that hears all patent appeals—had 
this to say about cases in which willful 
infringement is found notwithstanding the 
fact that an opinion had been presented: 
“Those cases where willful infringement is 
found despite the presence of an opinion of 
counsel generally involve situations where 
opinion of counsel was either ignored or 
found to be incompetent.”10 As this pas-
sage suggests, and as will be discussed in 
greater detail later, obtaining and relying 
upon a competent, thorough, and well-rea-
soned opinion of counsel is likely to render 
the client completely immune from being 
liable for willful infringement. 

Although use of an opinion as insulation 
against the extremely harmful ramifications 
of willful infringement is often the primary 
reason for seeking an opinion, there are 
numerous other reasons why an opinion 
might be sought. For example, some opin-
ions might be obtained by a party seeking 
to enforce its patents, rather than by those 
seeking to avoid infringement of another’s 
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patent. Such offensive patent opinions are 
valuable for a variety of reasons. 

First, an offensive patent opinion may 
be used to satisfy a plaintiff’s pre-lawsuit 
infringement investigation obligations. The 
Federal Rules of Civil Procedure mandate 
that every representation made to a court 
be made in good faith. Claims set forth in a 
complaint therefore must have been formed 
after a reasonable investigation under the 
circumstances. In the context of a patent 
infringement lawsuit, this requires “that 
an attorney interpret the asserted patent 
claims and compare the accused device 
with those claims before filing a claim 
alleging infringement.”11 Failure to conduct 
an adequate investigation before filing a 
patent infringement lawsuit can lead to 
sanctions, including attorneys’ fees. A com-
petent, well-reasoned infringement opinion 
provides compelling evidence of a proper 
pre-filing investigation. 

Moreover, seeking an opinion from com-
petent patent counsel prior to bringing a 
lawsuit will provide a roadmap of the issues 
that are likely to come up, and the issues 
that are likely to be most closely contested, 
during litigation. This is also a benefit to 
defensive patent opinions. A party who 
has thoroughly investigated infringement 
allegations—whether that party is looking 
to make or defend against the allegations—
and has memorialized that investigation as 
a formal opinion is likely to have an upper 
hand on one who has failed to do so. The 
opinion-holding party is more likely to fully 
understand the strengths and weaknesses 
of its case (and those of its opponent’s), 
and is more likely to be able to conduct its 
litigation strategy to exploit its knowledge 
of the case.

Seeking and/or obtaining a patent opin-
ion can also provide a roadmap for avoiding 
future infringement of the patent at issue. 
To illustrate, an opinion on an original 
product can be used to design other prod-
ucts, such as new versions of the original 
product, so as to avoid the patent at issue 
in the opinion. Similarly, even if an opin-
ion that is sought ultimately cannot be 
provided, the knowledge gained during the 
opinion investigation might provide valu-
able guidance in designing a new product 
around the patent.

Several other benefits may be derived 
from patent opinions. For example, patent 
opinions may be used to instill confidence 
in investors, partners, directors, etc., during 
a new product launch. As another example, 
a patent opinion may provide a strong lever-

aging tool during licensing negotiations. 
Having an opinion that sets forth good-faith, 
reasonable positions for non-infringement 
and/or invalidity of a patent may allow a 
defensive party to negotiate a lower royalty 
rate, or other favorable terms, that would 
not have been possible otherwise.

WHEN TO CONSIDER SEEKING AN 
OPINION

The timing of a patent opinion can be 
critical. A number of different circum-
stances can trigger an inquiry into the need 
for an opinion, the majority of which involve 
a company receiving notice of a patent that, 
for one reason or another, is of concern. 
To use a common example, let us assume 
that Acme receives a demand letter from 
the owner of a patent. The patentee asserts 
in the letter that Acme’s product infringes 
its patent. Obviously, this would, at the 
very least, trigger the need for Acme to 
consider obtaining an opinion regarding the 
asserted patent. There may be valid reasons 
why Acme would ultimately choose not to 
obtain an opinion, but any time a demand 
letter is received, the recipient should thor-
oughly investigate the accused infringe-
ment, and such an investigation would not 
be complete without assessing the need for 
an opinion. The factors that go into this 
decision-making process are discussed in 
the next section.

Another common circumstance that 
should trigger an opinion inquiry arises in 
connection with a product clearance search. 
As briefly discussed earlier, product clear-
ance searches are often conducted prior to 
launching and/or developing a new product. 
These searches can help a company assess 
the patent landscape of the new product 
so as to avoid an expensive infringement 
lawsuit, which could shut down sales of the 
product and be economically devastating 
to the company. Obviously, a company will 
not have the need for obtaining an opinion 
for each of the patents identified in such a 
search,12 but each of these patents will be a 
candidate for an opinion. 

Other circumstances might arise in 
which the need for an opinion inquiry 
is less obvious, but no less important. 
Knowledge of another entity’s patents can 
arise in a variety of ways. For example, one 
of Acme’s employees might come across a 
patent on her own. The employee may have 
decided to conduct her own patent search or 
may have received an informal email from 
a friend at another company. Regardless of 

how the employee came to be aware of the 
patent, it could be a candidate for a patent 
opinion. The scary thing about patents that 
slip under a company’s door like this is 
that they may go unnoticed by the decision 
makers at the company until it is too late. 
In a case that underscores this danger, an 
internal memorandum from an engineer at 
a company was found to support a willful 
infringement ruling against the company.13 
The patent mentioned in the memorandum 
had not been cited or asserted by its owner 
against the company as of the date of the 
memorandum.

Potentially problematic patents may 
also arise during the course of prosecut-
ing a company’s own patent applications. 
Although identifying such patents is not 
at all uncommon, their significance from 
a clearance standpoint is often overlooked 
under these circumstances. Consequently, 
this provides an area of potential danger for 
a company. 

Using Acme to illustrate another hypo-
thetical example, let us assume that Acme 
has an invention for an improved widget 
and files a patent application. During pros-
ecution of Acme’s patent application, a pre-
existing or “prior art” patent owned by one 
of Acme’s competitors is cited by the patent 
examiner in charge of considering Acme’s 
application. As should be apparent, it might 
be the case that the prior art patent cited by 
the examiner is currently enforceable and 
contains claims that arguably cover Acme’s 
new widget. The danger arises because, for 
purposes of Acme’s patent application, the 
claims in the prior art patent are essentially 
irrelevant. In determining whether Acme’s 
application should be issued as a patent, 
the focus—both from the perspective of the 
examiner and the patent attorney in charge 
of prosecuting the application—will be on 
what the prior art patent discloses, rather 
than claims. It is therefore quite possible 
that what is claimed in the prior art pat-
ent will go unnoticed. Because the subject 
matter of the prior art patent is most likely 
in the same field as that of Acme’s widget, 
patents owned by Acme’s competitors are 
likely to turn up in this way. 

Hence the danger. Patents are being 
cited to Acme’s patent attorney. These 
patents are likely to be related to Acme’s 
product, and may even be owned by one 
of Acme’s competitors. Acme will likely 
be charged with notice of any patents cited 
to it during prosecution of its patents, and 
this notice may support a finding of willful 
infringement, even if neither Acme nor its 
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patent counsel ever considered the claims 
of these patents.14 Again, the patent attor-
ney in charge of Acme’s patent application 
is not likely to analyze the claims of the 
prior art patents in attempting to convince 
the examiner that Acme’s claimed inven-
tion is patentably distinct from the prior art 
patents. This is a dangerous combination 
of facts. Depending on the circumstances, 
opinions may be needed for patents identi-
fied only in connection with prosecution 
of Acme’s own patent applications. Acme 
would therefore be wise to institute proce-
dures to ensure that all identified prior art 
is screened for unexpired patents that may 
be problematic from a product clearance 
standpoint.

Other circumstances that might lead to 
the identification of a patent, and thereby 
lead to a patent opinion inquiry, include 
license negotiations, patent markings on a 
competitor’s product or product literature, 
inquiries from suppliers and/or customers, 
and, of course, being served with a com-
plaint for patent infringement.

WHAT SHOULD A COMPANY CONSIDER 
WHEN CHOOSING WHETHER TO 
OBTAIN AN OPINION?

Although they can often be one of the 
most inexpensive insurance policies avail-
able to a company, patent opinions are not 
cheap. Clearly, a company needs to be judi-
cious in separating out the many patents 
of which it is aware and that could be the 
subject of an opinion from those that should 
be the subject of an opinion. Moreover, 
some of the patents in the candidate pool 
may be, upon further inspection, ruled 
ineligible. Several factors should be used to 
determine which patents within a candidate 
pool are eligible, and which of the eligible 
patents merit the expense of a formal pat-
ent opinion. To provide a sense for how 
this analysis breaks down, let us consider 
that Acme, in connection with a planned 
new product release, has solicited (through 
its patent attorney) a product clearance or 
freedom-to-operate search. 

Once the search results are available, 
Acme’s patent attorney will likely need to 
conduct a preliminary analysis in order to 
separate out the patents for which an opin-
ion would clearly not suit the best interests 
of Acme. My framework for this analysis is 
as follows.

For each patent identified in the search, 
I determine whether a good-faith basis for 
asserting infringement against the product 

exists.15 If not, a non-infringement opinion is 
not needed. In other words, if it is very clear 
that Acme’s product does not infringe the 
patent, Acme would most likely be wasting 
its money to obtain a formal, written opinion 
that sets forth the case for non-infringement. 
In the unlikely event that the owner of such a 
patent files suit against Acme, a motion may 
be filed for sanctions against the patentee 
for having brought a frivolous lawsuit. Even 
if such a motion is unsuccessful, it is highly 
unlikely that Acme would ultimately lose 
the case, let alone be found to have willfully 
infringed the patent. Hence, an opinion is 
not necessary.

A caveat is in order here before we 
move on. Invalidity opinions should not 
be dismissed as an option as readily as 
non-infringement opinions. If a conclusion 
is reached that a product may arguably 
infringe one or more claims in a patent 
under consideration—even if some of the 
claims are clearly not infringed16—a dif-
ferent analytic framework is needed. The 
priority of such a patent on the “to opine or 
not to opine” scale should skyrocket, even 
if the patent overwhelmingly appears to 
be invalid. Because of the presumption of 
validity that accompanies an issued patent, 
“clear and convincing” evidence is required 
in order to invalidate a patent.17 As such, a 
company should have a much higher level 
of confidence in its position before choos-
ing to forgo procuring an invalidity opinion 
than it might be comfortable with in forgo-
ing an opinion that sets forth only non-
infringement arguments. Indeed, choosing 
against obtaining an invalidity opinion on 
a patent that appears to be infringed is 
extremely risky and, under almost any con-
ceivable circumstance, inadvisable.

Getting back to our review of the patents 
identified in a product clearance search, let 
us assume the polar opposite of clear non-
infringement. In other words, a patent is 
identified for which infringement is so clear 
that even mounting a good-faith defense 
would be difficult or impossible. Unless 
prior art that might invalidate the patent 
is identified, this presents—like its reflec-
tion on the other end of the spectrum—a 
circumstance in which an opinion should 
not be obtained. First, no competent and 
ethical patent attorney would provide an 
opinion that sets forth only frivolous argu-
ments. Second, such an opinion would 
almost certainly be worthless in any event, 
as a well-informed court would likely reject 
the opinion as incompetent. In fact, receiv-

ing incompetent advice of counsel is likely 
worse than receiving no advice at all.18 

Lying between the two extremes men-
tioned above is what I like to call the 
“opinion zone.” The opinion zone includes 
all the patents of which a company is aware 
and for which a formal opinion of counsel 
might benefit the company with respect to a 
particular product or products. The patents 
that lie within this zone are those for which 
reasonable, non-frivolous arguments can 
be made both ways. If non-infringement 
opinions are under consideration, patents 
in the opinion zone will be made up of pat-
ents with respect to which good-faith bases 
exist for asserting both infringement and 
non-infringement. 

A company may want to obtain legal 
opinions for all patents in the opinion zone 
that it identifies. However, in other circum-
stances, a company may want to further 
trim its list of candidates. A number of fac-
tors should be considered in doing so. Some 
of the more notable factors for deciding 
whether a patent in the opinion zone merits 
a formal opinion are as follows.

First, which area of the zone are you in? 
To use the example of non-infringement 
opinions again, if you are closer to the “friv-
olous to file” part of the spectrum, you are 
probably less likely to want an opinion than 
if you are closer to the “frivolous to defend” 
part of the spectrum. In other words, if the 
arguments for non-infringement are much 
stronger than those for infringement, such 
that a patent infringement lawsuit would 
be borderline frivolous, an opinion is less 
likely to be needed in order to defend a 
willfulness charge. First, you are less likely 
to be sued if the arguments for infringe-
ment are suspect. Second, even if you are 
sued, you are less likely to lose the suit. 
Finally, even if you are sued and lose, 
you are less likely to be found to have 
infringed willfully. Still, it is worth noting 
that courts often refuse to allow even non-
frivolous arguments presented only after 
litigation has commenced—rather than in 
a pre-litigation opinion of counsel—to be 
used to avoid willfulness.19 Due care and 
consideration should therefore be given 
before declining to obtain an opinion on 
this basis.

Another fundamental consideration is 
how much money may be at stake. To the 
extent that the product at issue is generat-
ing, has generated, or likely will generate 
substantial profits, the cost for an opinion 
may be miniscule by comparison. On the 
other hand, if sales/profits of the product 
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are on the order of what the opinion might 
cost, and a substantial increase in sales 
is not projected or foreseeable, the cost of 
having an opinion prepared would likely 
not be justified.

The size and reputation of the party who 
owns the patent(s) at issue should also be 
given consideration. Is the patentee a com-
petitor? If so, it is much more likely that 
the patent could end up being the subject 
of a patent infringement lawsuit. Does the 
patentee have deep pockets? Obviously 
an individual or start-up company is less 
likely to have the resources to sustain a 
patent infringement lawsuit than a Fortune 
500 company. Of course, the importance of 
this factor should not be overplayed. It is 
not unheard of for a small business to “bet 
the company” on winning a patent infringe-
ment claim. The reputation/history of the 
patentee may also be part of the calculus. 
The patents of a litigious company with a 
long history of court filings may warrant 
heightened scrutiny relative to the patents 
of a company that has yet to assert any of its 
patents in court.

HOW CAN A COMPANY MAXIMIZE THE 
BENEFITS STEMMING FROM ITS PATENT 
OPINIONS?

Once your company has decided to 
obtain a patent opinion, how should it be 
used, and what peripheral actions should 
be taken to ensure that it remains a valu-
able and effective tool? There are several 
issues that may arise in this context.

First, during the process of opinion 
drafting, drafts of the opinion should not 
be provided. Opinion drafts are almost 
certainly discoverable and may open the 
door for an attack on the opinion as lacking 
independence. Obviously, the client should 
read and understand the opinion, and see 
that any factual errors in the opinion are 
fixed. However, the client should avoid 
providing marked-up copies of the opinion 
to an attorney for revision, at least with 
respect to the legal arguments and conclu-
sions in the opinion letter.

A company should also be aware of 
the potential consequences associated with 
relying upon an opinion during litigation. 
Normally, communications to and from your 
attorney are protected by the attorney-client 
privilege. However, when you use a patent 
opinion in court to defend against a charge 
of willful infringement, you waive at least a 
portion of the privilege as it relates to the 
opinion.

Courts rationalize this exception to the 
attorney-client privilege by asserting that 
a party should not be allowed to use the 
privilege as both a sword and a shield. In 
other words, a party should not be allowed 
to disclose favorable communications while 
withholding unfavorable ones relating to the 
same subject matter. In the context of opin-
ions, this rule is said to discourage “opinion 
shopping,” whereby a company solicits 
opinions from multiple attorneys until it 
gets the one that it wants, after which it 
discloses or relies upon the favorable one 
and withholds the others.

So relying on an opinion will obvi-
ously require the party to disclose the 
full opinion. What else is waived? Well, 
the answer might depend, at least in part, 
on what jurisdiction you find yourself in. 
The law in this area is not entirely settled. 
However, generally speaking, any other-
wise privileged information related to the 
opinion will be subject to the waiver.20 This 
may include, for example, correspondence, 
notes, and bills prepared by opinion coun-
sel.21 However, the Court of Appeals for the 
Federal Circuit has clarified that the waiver 
does not extend to uncommunicated work 
product.22 In other words, documents or 
communications representing or evidenc-
ing the work of opinion counsel will not be 
considered waived unless they were sent or 
communicated to the client. As a caveat, 
however, the privilege with respect to any 
document that references or describes a 
communication between the attorney and 
client will be considered waived.23

Aside from understanding the conse-
quences that may result from relying on an 
opinion during litigation, there are several 
other steps a company can take—both 
during the preparation of an opinion and 
after it has been rendered—to maximize 
the usefulness of an opinion and minimize 
potential problems. Perhaps most impor-
tantly, companies should be proactive in 
establishing and following procedures for 
addressing potential infringement issues 
that are facially indicative of good faith 
and minimize the potential for engaging 
in infringing acts. A competent opinion of 
counsel will be stronger when presented in 
conjunction with evidence of consistently 
applied and followed practices for avoiding 
infringement. 

As an initial step in establishing such 
practices, whenever a patent is identified 
that relates to a product or service being 
offered by the company, the patent should 
be given to a patent attorney for an infringe-

ment analysis. As part of this analysis, 
guidance may be provided to the company 
by the patent attorney as to how the product 
might be re-designed to reduce the risk of 
infringement. Depending on the circum-
stances, it may be desirable to keep careful 
records of the steps and efforts made to 
design around the patent. Design-around 
efforts are often seen as indicative of good 
faith. In fact, it is not unheard of for a court 
to deny or reduce enhanced damages for 
willful infringement due to good-faith, yet 
unsuccessful, design-around efforts.24 

It is also very important to educate and 
train employees regarding actions they are 
to take—and those they should avoid—
with regard to other companies’ patents. 
Most notably, employees should be taught 
to avoid creating “smoking gun” docu-
ments. Such documents can arise in numer-
ous contexts, but they are often unwittingly 
created by employees lacking knowledge 
and training in patent law. Unfortunately, 
statements made in internal memoranda or 
emails can be incredibly damaging in court, 
regardless of whether their authors are 
authoritative on the topic, and perhaps even 
regardless of the veracity of the statements. 
To cite one example, in SRI International, 
Inc. v. Advanced Technology Laboratories, 
Inc.,25 a memorandum from an in-house 
engineer that stated a subjective belief of 
potential infringement was found to be sup-
portive of a willful infringement holding. 
The engineer’s training (or lack thereof) 
in patent law did not mitigate the damage. 
To avoid such circumstances, employees 
should be taught to avoid preparing docu-
ments, including emails, that opine on 
or otherwise discuss patents issued to, 
or pending patent applications filed by, 
others. To the extent that an employee 
somehow becomes aware of a patent and 
believes it may be of concern to the com-
pany, the patent should be brought to the 
immediate attention of the legal department 
or another appropriate high-level executive 
of the company. Ordinarily, this should be 
done without (written, at least) comment.

WHO SHOULD PROVIDE AN OPINION?
First and foremost, the opinion must be 

rendered by a patent attorney—not just an 
attorney and not just a person with patent 
expertise. To elaborate, the opinion must 
be rendered by someone who has patent 
expertise, and preferably someone regis-
tered to practice before the U.S. Patent & 
Trademark Office (“USPTO”). In addition, 
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this person must be an attorney. Patent 
agents—i.e., those registered to practice 
before the USPTO, but not as attorneys—
are not qualified to render opinions of 
non-infringement, invalidity, or unenforce-
ability. Preferably, the patent attorney also 
will have a technical background that has 
pertinence to the subject matter of the 
opinion. 

Second, although opinions rendered by 
in-house attorneys are not per se ineffec-
tive, courts have consistently expressed a 
preference for opinions rendered by outside 
counsel. In-house opinions are generally 
looked upon with an eye of skepticism and 
are typically disfavored.26

Another factor to consider in choosing 
counsel is whether to use the same firm that 
is typically used, or may be used, for patent 
litigation. There are advantages and poten-
tial risks to using the same firm for both 
litigation and opinion work. The advantages 
are fairly obvious. An attorney or law firm 
acquires specialized knowledge about a 
client and its operations over time, which is 
likely to facilitate effective representation. 
Along these same lines, intimate knowledge 
of the technology at issue is desirable, if not 
necessary, in order for a patent attorney to 
prepare a competent opinion. Obviously, 
it takes time and money for an attorney to 
become familiar with the relevant technol-
ogy, so choosing an attorney who is already 
up to speed may be desirable. Moreover, a 
company may be more comfortable using 
a firm/lawyer with which it has developed 
a longstanding relationship of trust and 
respect.

However, there are significant risks 
associated with using an existing firm that 
is likely to represent the company dur-
ing any future litigation of the matter. 
For example, there is a risk of attorney 
disqualification. The rules of professional 
conduct typically prohibit an attorney from 
serving as litigation counsel if that attorney 
is likely to be a necessary witness. Many 
courts have held that authors of opinions 
are not necessary witnesses and therefore 
need not testify. However, there has been a 
case in which an entire firm was disquali-
fied as litigation counsel because lawyers 
at the firm had also prepared an opinion for 
the client on the same matter.27 Although 
it appears that this case is an outlier, it 
underscores the potential concerns associ-
ated with intermingling litigation counsel 
and opinion counsel.

In addition, using the same firm for liti-
gation and opinions regarding the same mat-

ter may result in a broader scope of waiver 
of the attorney-client privilege. The Court 
of Appeals for the Federal Circuit recently 
clarified in In re Seagate Technology, LLC 
that, absent some sort of bad-faith conduct, 
the privilege waiver that accompanies reli-
ance on a patent opinion does not extend 
to trial counsel.28 However, to the extent 
that the same attorneys from the same firm 
participate in drafting the opinion and in 
litigating the patent at issue in the opin-
ion, a court may not be able to sufficiently 
differentiate the two endeavors so as to 
prevent the waiver from impacting, if not 
fully destroying, the privilege as it relates 
to litigation counsel. 

Indeed, Seagate itself made particular 
note of the fact that, in that case, there was 
no dispute that opinion counsel “operated 
separately and independently of trial coun-
sel at all times.”29 This statement strongly 
implies that the waiver ruling with regard to 
trial counsel would have been different had 
the trial attorneys also participated in pre-
paring the opinion. It is therefore critical 
that separation be maintained between trial 
counsel and litigation counsel regarding the 
subject matter of the opinion.

Still, it is an open question as to whether 
different attorneys at the same firm can 
prepare an opinion and still serve as liti-
gation counsel without unduly sacrificing 
the attorney-client privilege. It is certainly 
possible to prepare two teams of attorneys 
at the same firm—one for an opinion and 
another for litigation—without intermin-
gling the two teams. If a wall of separation 
is maintained between trial counsel and 
opinion counsel, the justification for refus-
ing to extend the privilege waiver to trial 
counsel stands largely undiminished. So 
long as there is a clear and distinct line 
between the actions of opinion counsel and 
those of trial counsel, courts should have 
no trouble cutting off the scope of privilege 
waiver before it reaches into trial counsel’s 
files, regardless of whether the two teams 
are from the same firm or different firms.30 
However, there has not been a definitive 
ruling on this issue yet and different courts 
may reach different conclusions in the 
meantime.

THE VALUE OF PATENT OPINIONS, 
POST-SEAGATE AND BEYOND

The Seagate decision mentioned in the 
previous section resulted in some major 
changes to the legal standards associated 
with willful infringement, and the implica-

tions and considerations associated with 
obtaining and using patent opinions. First, 
Seagate abolished the “affirmative duty of 
care,” which previously compelled acquir-
ing an opinion of patent counsel before 
engaging in, or continuing to engage in, 
potentially infringing conduct.31 Still, as 
discussed below, although it is no longer 
considered an affirmative duty to obtain an 
opinion before the initiation of any activity 
that might be considered infringing, the 
practical reasons for seeking an opinion 
were not seriously diminished by Seagate. 
In fact Seagate enhanced the value of pat-
ent opinions more than it weakened them, 
rendering the motives for seeking patent 
opinions all the more compelling.

Seagate also heightened the standard 
for proving willful infringement. The stan-
dard pronounced by the Seagate court is 
one of recklessness and requires a two-
part showing. First, the infringer must be 
found to have acted despite an objectively 
high likelihood that its actions constituted 
infringement of a valid patent.32 Second, 
the risk must be shown to have been either 
known, or so obvious that it should have 
been known, to the accused infringer.33 

Although the “duty of care” and “willful 
infringement standard” holdings of Seagate 
both appear to diminish the need for patent 
opinions generally, the third major holding 
from the case pushes the pendulum in the 
opposite direction, and does so with far 
greater impetus than the other two. Prior to 
Seagate, reliance on a patent opinion could 
result in waiver of the attorney-client privi-
lege with respect to communications with 
not only opinion counsel, but trial counsel 
as well. The potential for being forced to 
reveal critical litigation documents and 
files was often seen as too high a price to 
justify reliance on an opinion. Moreover, 
the extent of the waiver associated with 
reliance on an opinion used to depend at 
least as much on the location of the court 
as on the facts of the case. This uncertainty 
in the law, coupled with the potentially 
dire consequences associated with finding 
yourself as a defendant in the wrong court 
(i.e., one with a broad view of the scope of 
waiver), greatly reduced the value of patent 
opinions. 

Seagate clarified that waiver cannot 
extend to trial counsel, absent some sort 
of bad faith conduct.34 This protection was 
extended both to the attorney-client privi-
lege and to attorney work product immu-
nity.35 By removing this uncertainty in the 
law and limiting the scope of waiver that 
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might result from use of an opinion, Seagate 
greatly enhanced the incentive to rely upon 
(and therefore greatly enhanced the incen-
tive to obtain) patent opinions. 

Although the standard for providing will-
ful infringement was tightened by Seagate, 
and the affirmative duty to obtain opinions 
was removed by Seagate, Seagate’s ruling 
on waiver is far more tangible and is likely 
to have far greater practical impact to opin-
ion holders and would-be opinion holders. 
Juries, and even judges to a lesser extent, 
are prone to finding willful infringement.36 
This is not likely to be radically changed 
by the shifting legal standards set forth 
in Seagate. The fact remains that failing 
to produce an opinion during defense of 
a patent infringement claim is likely to be 
viewed with suspicion by a trier of fact. 
Further, not only does the absence of an 
opinion leave a defendant more vulnerable 
to a willfulness charge, in some cases, it 
may even have an impact on the underlying 
infringement claim itself. Having a strong 
opinion of counsel in hand from the outset 
is likely to color a judge’s (or jury’s) per-
ception of not just whether the defendant 
willfully infringed, but whether the defen-
dant infringed at all.

The bottom line in a post-Seagate world 
is that opinions are still the best defense to a 
willfulness charge. In fact, even the Seagate 
decision itself states that, “[a]lthough an 
infringer’s reliance on favorable advice of 
counsel, or conversely his failure to prof-
fer any favorable advice, is not dispositive 
of the willfulness inquiry, it is crucial to 
the analysis.”37 Moreover, the concurring 
opinion in Seagate cites a Supreme Court 
opinion that leaves open the possibility that 
“‘good-faith reliance on legal advice should 
render [a defendant] immune to claims of 
willfulness.’”38 It is clear that courts still 
intend to give great weight to the presence 
of an opinion in performing a willfulness 
analysis, irrespective of the fact that parties 
are no longer formally obligated to obtain 
opinions.

The importance of patent opinions is not 
likely to change anytime soon. In fact, there 
are signs that patent opinions are likely 
to only become more important to busi-
nesses in the future. For example, although 
Congress has yet to pass either of the two 
recent “Patent Reform Acts,” both the 
2005 and the 2007 versions of these bills 
contained provisions that prevent a court 
from finding willful infringement where 
there has been “reasonable reliance on 
advice of counsel” by the accused infringer. 

It is likely that statutory patent reform will 
take place at some point in the near future 
and, because the “advice of counsel” pro-
visions in these bills were relatively non-
controversial, it is likely that whichever 
bill passes will contain such a provision. 
Should this take place, a competent patent 
opinion will likely provide nearly bullet-
proof protection against charges of willful 
infringement. 

CONCLUSION
Recent case law has fundamentally 

altered the landscape upon which those 
who seek to obtain and/or use patent opin-
ions must navigate. Nevertheless, the foun-
dation for patent opinions remains strong. 
In fact, some of the recent changes in the 
law greatly enhance the value of patent 
opinions and the enticements to seeking 
them. Despite the shifting legal winds, a 
timely, thorough, and competent opinion of 
counsel remains the best defense to, and 
insurance policy against, a charge of willful 
infringement.  IPT
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