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Practice.’

imitations on broadening reissue

practice include not only a statutory

requirement for filing a broadening
reissue application within two years of pat-
ent issuance, but also a doctrine developed
by the courts known as the rule against
recapture or, more commonly, the recap-
ture rule.! The recapture rule “prevents a
patentee from regaining, through reissue,
subject matter thalt was surrendered dur-
ing prosecution of the original patent in an
effort to obtain allowance of the original
claims.”® Because the surrender of subject
malter during prosecution is a deliberate
act, the Federal Circuit has determined that
this “is not such ‘error’ as will allow the
patentee to recapture that subject matter
in a reissue.”® Perhaps more importantly,
from a policy perspective, the Federal
Circuit considers it “critical to avoid allow-
ing surrendered matter to creep back into
the issued patent, since competitors and
the public are on notice of the surrender
and may have come to rely on the conse-
quent limitations on claim scope.” This
article focuses on unsettled aspects of the
surrender of subject matter in the context

of reissue.

FEDERAL CIRCUIT’S RECAPTURE TEST

The Federal Circuit’s three-step recap-
ture test is used to determine whether a
reissue application or a reissue patent
impermissibly recaptures surrendered sub-
ject matter. The current version of the test
was set forth in North American Container,
Inc. v. Plastipak Packaging, Inc. as follows:

(1) “[D]etermine whether, and in
what respect, the reissue claims
are broader in scope than the origi-
nal patent claims”; (2) “determine
whether the broader aspects of the
reissue claims relate to subject mat-
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ter surrendered in the original prose-
cution”; and (3) “determine whether
the reissue claims were materially
narrowed in other respects, so that the
claims may not have been enlarged,

and hence avoid the recapture rule.”

The first two steps are the heart of the
recapture rule, whereas the third can be
considered an exception to the rule. This
article concentrates on step (1) and, pri-
marily, step (2) of the recapture test; step
(3) will be addressed in a subsequent
article.

STEP 1: DETERMINE IN WHAT RESPECTS
REISSUE CLAIMS ARE BROADER THAN
THE PATENT CLAIMS

The reissue claims must first be com-
pared with the patent claims to determine
whether and in what respect the reissue
claims are broader. In general, a reissue
claim is broader “if it conlains within its
scope any concelvable apparatus or process
which would not have infringed the original

?6 Thus, a reissue claim that is

patent.
broader in any respect is considered to be
a broadened claim, even though it may be
narrower in other respects. The recapture
rule is applied on a limitation-by-limitation
basis, so each broadened aspect of a reissue
claim must be evaluated for its relationship
to any surrendered subject matter.

As an example, assume a patent claim
is directed to elements A + B + C and
a reissue claim is directed to elements

A+ B + G

NARROWED BROADENED
ment B has been narrowed and element C

. where ele-

has been broadened. Under the first step
of the recapture test, the reissue claim is
compared with the patent claim to deter-
mine that the reissue claim is broader with

respect to element C.

STEP 2: DETERMINE WHETHER
BROADER ASPECTS RELATE TO
SURRENDERED SUBJECT MATTER

The second step of the recapture test
requires a determination of whether the
broader aspects of the reissue claims relate
to subject matter that was surrendered
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during prosecution of a patent. In order
to complete this step, it must first be deter-
mined what, if any, subject matter was
surrendered during prosecution, as well as
the scope of the surrendered subject mat-
ter. The Federal Circuit has provided clear
guidelines for determining when a surren-
der has occurred but has left the question
of the scope of such surrender unresolved.

Has surrender occurred?

In a surrender analysis, the patent
claims are generally compared with claims
that were amended or canceled during pros-
ecution of an application and any related
parent application. This is so because
addition of a limitation to a claim, or out-
right cancelation of a claim, in order to
overcome a claim rejection can be seen
as an admission by the applicant that the
claim was not patentable in its original
form. However, whether a claim was
amended during prosecution is not disposi-
tive. “[T]he proper inquiry is whether an
objective observer viewing the prosecution
history would conclude that the purpose
of the patentee’s amendment or argument
was o overcome prior art and secure the

”7  Additionally, the surrender of

patent.
subject matter must be “clear and unmis-
takable.”®

Where there is no evidence that an
amendment of a claim to secure the grant
of the original patent was in any sense
an admission that the claim was not pat-
entable over the prior art in its original
form, the recapture rule does not apply.’
Accordingly, amendments to the claims
or arguments in reply to a rejection under
35 U.S.C. § 112 generally do not effect a
surrender,'® but such arguments or amend-
ments in reply to rejections under 35 U.S.C.
§ 102 or § 103 generally do."! Additionally,
the Federal Circuit has recognized that dis-
claimer of claim scope within the specifica-
tion of a patent in view of the prior art may
constitute a surrender, even in the absence
of claim amendments or arguments during
prosecution of the patent."

Scope of surrender

Upon determination that a surrender has
occurred, a question may remain regarding
the scope of the surrender. For example,
if a new limitation is added to a claim
to secure its issuance, has all territory
between the claim in its pre- and post-
amended forms been surrendered? Federal
Circuit precedent does not clearly address
this point, which has led to inconsistent
treatment of this matter by the Board, and



