Patent Reexamination and
Willtul Infringement

BY MATTHEW C. PHILLIPS & KEVIN B. LAURENCE
OF STOEL RIVES LLP

Kevin Laurence

'y
Matt Phillips

Discussion about this article’s topic is
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Reexamination Practice.”

wo common events in patent litiga-

tion are reexamination of the asserted

patent(s) and allegations of willful
infringement. This article discusses the
interplay between those two aspects of an
infringement case, particularly the effect
of reexamination on willfulness issues.

WILLFUL INFRINGEMENT

To establish willful infringement, a
patent owner must show by clear and con-
vincing evidence that (1) “the infringer
acted despite an objectively high likeli-
hood that its actions constituted infringe-
ment of a valid patent” and (2) the
infringer knew or should have known of
that risk.! The first prong is an objective
inquiry, while the second is subjective.

A finding of willful infringement typi-
cally establishes that the case is “excep-
tional” under 35 U.S.C. § 285 and can
entitle the patent owner to enhancement
of damages (up to three times) and recov-
ery of its attorney fees from the infringer.?

EFFECT OF REEXAMINATION

The existence of a reexamination
proceeding generally militates against a
finding of willfulness. That is so because
a reexamination is conducted only if
there is a substantial new question of pat-
entability, and a substantial question of
patentability is contrary to an objectively
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defined risk of infringing a valid patent
under the first prong of the willfulness
inquiry.

As a result, an accused infringer may
request reexamination of the asserted
patent to protect itself from a charge of
willful infringement. Whether such a tac-
tic is successful seems to depend mainly
on the stage of the reexamination and its
results.

Grant of Reexamination Request

The mere granting of a request for
reexamination — while a factor weighing
against willfulness — is just one factor;
it is not dispositive. It is well recog-
nized that a very high percentage (well
over 90%) of reexamination requests are
granted but that a reexamination possibly
could confirm all claims as is. It is not
surprising then that the Federal Circuit
has said that “the grant by the examiner
of a request for reexamination is not pro-
bative of unpatentability.”® Based on that
rationale, courts have rejected attempts
by accused infringers to defeat a willful-
ness charge based on a grant of a reex-
amination request alone.*

Interim Reexamination Results

Accused infringers may fare better
against a willfulness accusation if the
asserted claims have been rejected in
reexamination. In one case, the court
granted summary judgment of no willful
infringement when the claims stood non-
finally rejected in reexamination.® Other
cases, however, have refused to relieve
the infringer from willfulness based on
rejections in reexamination.®

Final Reexamination Results

When the reexamination has con-
cluded, it can have the most effect on
willfulness. In other words, the outcome
of a reexamination — rather than its mere
existence or interim results — is the
most influential part affecting a willful-
ness determination. If the claims were
amended in the reexamination, then the
accused infringer may be able to obtain
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judgment as a matter of law that it has not
willfully infringed.”

However, when the patent survives
the reexamination unamended, the pat-
ent owner’s case for willfulness may be
strengthened. Several cases have permit-
ted amendment of the complaint to add
counts for willful infringement after a pat-
ent survives reexamination unscathed.®
Other cases have granted summary judg-
ment of willfulness after the patent has
survived reexamination without change.’

TIMING

The case law is far from clear regard-
ing the timing of a reexamination relative
to the period of potential willful infringe-
ment. When considering a reexamina-
tion in a willfulness determination, most
courts look at the status of the reex-
amination at the time of the willfulness
determination, rather than at the time of
the infringer’s conduct. That approach is
consistent with the first, objective prong
of the willfulness inquiry.

In some cases, however, courts have
given different effect to the reexami-
nation for different periods of time of
potential willful behavior. The genesis
of this approach appears to be a cryptic
statement in Lucent v. Gateway, where
the court said, after holding that the mere
grant of a reexamination request does
not by itself shield an infringer from a
finding of willfulness, “It does appear
that a reexamination order may be taken
as dispositive with respect to post-filing
conduct.”? That way of thinking seems to
be based on the second, subjective prong
of the willfulness inquiry; however, it has
been criticized!! and seems not to be the
prevalent approach.

STRATEGIC CONSIDERATIONS

Prior to Seagate, an opinion of counsel
was the only reliable defense against
willfulness. Post-Seagate,
are less critical but still useful protec-
tions against willfulness allegations. As

opinions

discussed above, a reexamination can
also sometimes protect against willful-
ness allegations. Of course, the basis for
an exculpatory opinion may be nonin-
fringement or any infringement defense,
including all invalidity defenses, whereas



reexamination can only be requested
based on printed-publication prior art.
Thus, in many cases, a reexamination
simply cannot be used as an alternative
or adjunct to an opinion for protection
against willfulness charges.

When a basis for an opinion is inva-
lidity based on prior-art printed publica-
tions, is it advisable to seek reexamination
rather than or in addition to an opinion of
counsel? An opinion is usually preferred
because a well-reasoned opinion, even if
ultimately wrong, can defeat a willfulness
charge. Whether a reexamination helps
or hinders in the battle against willful-
ness typically depends on its results, or
perhaps its interim results at the time
of the willfulness determination, as dis-
cussed above. If the reexamination is
strong enough to force amendment of the
claims, then it should bolster the defense
against willfulness. However, if the reex-
amination fails and the patent survives
without amendment, the reexamination
may backfire and assist the patent own-
er’s attempt to show willfulness. Thus,
reexamination is a riskier anti-willfulness
tactic than relying on an opinion.

Thatsaid, thereare many goodreasons
to employ reexamination as part of a
strategy to defend a patent infringement
case, and willfulness is only one consider-
ation that should not control the decision
whether to seek reexamination of the
asserted patent(s). Reexamination can
often give a defendant the best chance
of invalidating a patent, can facilitate
a stay of litigation, can cut off past
damages, can bolster other defenses, etc.
The decision to pursue reexamination
as part of a defense strategy is case-
specific and based on many factors. If
willfulness is or may be pled in the
complaint, that too should be taken into

consideration.
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