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eexamination commonly occurs in

conjunction with litigation. In fact,

historically, 32% of patents in ex
parte reexamination and 68% of patents in
inter partes reexamination have been the
subject of litigation.! When reexamination
and litigation are concurrent one should
ask, “Should your reexamination counsel
be the same as your litigation counsel?”

PATENT OWNERS

The question is usually more important
for the patent owner. A patent owner dur-
ing reexamination is subject to a duty of
disclosure, much like a patent applicant
during regular prosecution.? Complying
with that duty of disclosure can be more
complicated when there is a protective
order in effect from the litigation. Such
protective orders typically limit the use
and disclosure of confidential information
and often contain so-called “prosecution
bars” that restrict the litigants’ attorneys
from engaging in certain practices before

the PTO.

Confidential Information

A patent owner’s duty of disclosure to
the PTO and a protective order from a liti-
gation can sometimes feel like a rock and
a hard place when the patent owner has an
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accused infringer’s confidential informa-
tion and the patent owner believes that
information is material to patentability in
the reexamination. That can put the patent
owner in the awkward position of having
to decide which tribunal’s rules to violate.

The PTO has established procedures
to submit confidential information under
seal.” However, those procedures were
designed for the submission of the sub-
mitter’s own confidential information.
The PTO does not guarantee that the
information will remain inaccessible to
the public. Indeed, if the confidential
information is discussed on the record,
then the PTO will make the information
public. Submitters knowingly accept that
risk when submitting their confidential
information under seal.

The PTO’s procedures may not be
adequate to safeguard the confidential
information of another party, when one is
obligated under a protective order not to
disclose that information. In faet, attor-
neys have been sanctioned for violating
a protective order where the reason given
for the violation was the duty of disclosure
to the PTO.*

A thorough protective order in any case
in which reexamination is contemplated
should address the possibility that the
patent owner may be obligated to disclose
to the PTO information that is confidential
to another party in the litigation. From the
patent owner’s perspective, a satisfactory
protective order should permit disclosure
to the PTO of all litigation materials that
are subject to the duty of disclosure and
specify the manner in which such disclo-
sure can be made.

If a patent owner finds itself need-
ing to disclose to the PTO information
that the protective order arguably protects
from such disclosure, then we recommend
bringing the situation to the court’s atten-
tion and asking for relief from (or clarifi-
cation of) the protective order. If the court
does not permit the disclosure to the PTO,
it seems highly unlikely that another court
would later hold that the patent owner’s
nondisclosure constituted inequitable con-
duct. It seems even less likely that the
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PTO would have a disciplinary issue with
the patent owner’s reexamination counsel
in that circumstance.

Prosecution Bars

Another important issue for a protective
order in a case in which reexamination
may take place is the extent of a prosecu-
tion bar. Such bars may or may not encom-
pass reexamination activities by the patent
owner, even if not specifically called out.
If a prosecution bar applies to the patent
owner’s litigation counsel, it may be nec-
essary to retain separate counsel for reex-
amination and to appropriately insulate
reexamination counsel from confidential
information from the litigation.

Where a protective order does not
permit litigation counsel to participate in
a reexamination, courts have been reluc-
tant to modify the protective order in that
respect.® On the other hand, in the absence
of an express prohibition against reexami-
nation activities, some courts have refused
to apply a prosecution bar so expansively.®
In a recent case, a district court was con-
fronted with the issue whether to include
in a protective order a prosecution bar
that would expressly forbid the patent
owner’s trial counsel from participating in
reexamination.” The court decided not to
enter such a bar. The court distinguished
reexamination from regular prosecution
on the basis that claim amendments in
reexamination cannot broaden the claims
and must be supported by the patent’s
disclosure. The court concluded that con-
fidential information about the accused
product was “hasically irrelevant” to the
reexamination, reasoning that the patent
owner would “certainly seek to preserve
the broadest reasonable reading of its
claims on reexamination regardless of any
insight gleaned from defendant’s confi-
dential information.”®

PATENT CHALLENGERS

While concerns about separating reex-
amination and litigation counsel are most
acute for patent owners, they can impact
accused infringers too. Even though
third-party requesters are not subject
to the same duty of disclosure as pat-
ent owners in reexamination, a hilateral
prosecution bar may apply to an accused
infringer. In one case, a court refused
to modify its protective order to permit
the accused infringer’s litigation counsel



to participate in a reexamination of the
patent in suit or even to advise its client
about reexamination.’

WAIVER OF PRIVILEGES

A leading paper about the interplay
of reexamination and litigation poses the
question, “Is there a waiver of privi-
lege when a PTO submission, prosecution
event, or meeling uses litigation work
product or reveals trial strategy?”'® One
strategy for eliminating this risk is to enter
into a discovery stipulation that acknowl-
edges that such a disclosure of work prod-
uct regarding validity or invalidity to the
PTO as part of a reexamination proceeding
shall not constitute a waiver of privilege or
other immunity. Another way to minimize
the risk of waiver is to have reexamination
counsel separate and appropriately insu-
lated from litigation counsel.

REEXAMINATION EXPERTISE & THE
NEED FOR COORDINATION

Of course, the question whether to use
litigation counsel as reexamination counsel
arises only if the litigation counsel could
also act as reexamination counsel. Because
reexamination is a proceeding in the PTO,
only registered patent attorneys may repre-
sent clients in a reexamination. Not all pat-
ent litigation counsel can do so. Moreover,
litigation counsel may not have the experi-
ence and expertise to act competently as
reexamination counsel. As one popular
reexamination website warns, “Many pit-
falls await the unwary.”"! Examples include
shortened response periods, no exlensions
of time as a right, and consequences of
claim amendments, to name just a few.
Indeed, reexamination only slightly resem-
bles regular patent prosecution. That is
especially true for inter partes reexamina-
tion.

Thus, the question is not always whether
litigation counsel should handle the reex-
amination. Sometimes reexamination spe-
cialist counsel will need to be brought in.
Then the question becomes whether and
to what extent litigation counsel and reex-
amination counsel should coordinate. In
one recent case, a patent owner was found
to have taken inconsistent claim interpre-
tation/construction positions in court and
at the PTO." As one can imagine, such
inconsistencies can be challenging to har-
monize, and the patent owner was unable
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to extricate itself in that case. Situations
like that illustrate the importance of reex-
amination and litigation counsel working
together in a coordinated and consistent
fashion toward a jointly defined goal.

CONCLUSION

In an ideal world, your team would
have the right mix of talents to compe-
tently handle all aspects of concurrent
litigation and reexamination, and reexami-
nation and litigation counsel, if different,
would be able to work together and share
mformation fully without risk of violating
rules of the court, the PTO, or professional
responsibility. However, reality is seldom
that clean and simple. Some cases require
separate litigation and reexamination
counsel, and sometimes difficult choices
must be made about whether and how the
two counsel work together.
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