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erger can be an important strate-

gic tool during reexamination. This

article discusses the PTO’s process
for deciding whether to merge multiple
copending reexamination proceedings for
the same patent or to suspend one of the
proceedings. The article also describes the
key unique procedures employed in merged
reexamination proceedings.

MERGER DECISIONS

Wait for Sua Sponte Decision or File
Petition?

The PTO often makes the merger deci-
sion sua sponte and advises that it is
not necessary to petition for merger.! The
copending proceedings are automatically
brought to the attention of the PTO as
a result of the requirement that parties
involved In a reexamination proceeding
inform the PTO about the existence of
another PTO proceeding, such as a pend-
ing reexamination, by way of a Notice of
Concurrent Proceedings.” Such a notice
should be filed with the request for the
subsequent reexamination.

Instead of waiting for the PTO to sua
sponte merge reexamination proceedings,
however, the patent owner or the requester
may file a petition under 37 C.F.R. § 1.182

20

to merge multiple reexamination proceed-
ings. Filing a petition provides an opportu-
nity to present issues from the petitioner’s
perspective and to select the timing of the
PTO’s consideration of the issues. The
decision to merge proceedings involving
only ex parte reexaminations is not made,
and thus should not be requested, until
after the patent owner and the requester
of the subsequent request are given an
opportunity to file a statement and reply,
respectively.® For a subsequent inter partes
reexamination, the petition to merge can be
requested at any time after reexamination
has been ordered based on the subsequent
request.*

Who Decides Whether to Merge?

The decision to merge or suspend is
within the sole discretion of the PTO.
Mergers involving only ex parte reexami-
nations are made by the Director of the
Central Reexamination Unit (CRU), or the
CRU Director may delegate the decision to
a Supervisory Patent Examiner in the CRU.
All decisions that relate to merger or sus-
pension involving at least one inter partes
reexamination proceeding are made by the
Office of the Patent Legal Administration
(OPLA). After a decision to merge has been
made, one of the parties may request recon-
sideration or may petition for severance of
the merged proceedings and suspension of
one of the proceedings.

Considerations for the Decision
Both ex parte
inter partes reexamination are statutorily

reexamination and

required to be conducted with “special
dispatch.”® This requirement is the PTO’s
paramount consideration when deciding
whether to merge or suspend proceedings.
Other important considerations include the
efficient use of resources and avoidance of
conflicting positions.

Factors Relevant to Suspension

The PTO will not merge either type of
reexamination proceeding when a second
request will “unduly delay” the first pro-
ceeding.® When copending reexamination
proceedings are not merged, one of the
proceedings is suspended so as to prevent
concurrent prosecution of the proceed-
ings. Reexamination proceedings may be
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suspended in certain situations “for a short
and specified period of time.”” The factors
for suspending an ex parte or inter partes
reexamination are similar. For example, a
first reexamination proceeding may be sus-
pended to allow additional time for a patent
owner’s statement and the requester’s reply
in a subsequent ex parfe reexamination
proceeding. Similarly, a first reexamination
proceeding may be suspended to allow time
for the decision on a subsequent request for
inter partes reexamination,

A party may file a petition under 37
C.F.R. § 1.182 for suspension.® Under no
circumstances will a suspension be granted
if there is an outstanding Office action.
Both types of subsequent requests for reex-
amination will be suspended when the
earlier filed reexamination is under appeal
to the Federal Circuit.

EX PARTE REEXAM + EX PARTE
REEXAM

Tactical Use of Merger

When a subsequent request for ex parte
reexamination is filed and granted dur-
ing the pendency of an earlier ex parte
reexamination, the proceedings will usu-
ally be merged.® The high likelihood of
merger permils its tactical use, perhaps
most commonly when the original third-
party requester or another third party seeks
to influence an ex parte reexamination by
filing another request for ex parie reexami-
nation. The third party may have observed
the patent owner characterizing the claims
in a manner that is different from a claim
construction in a related litigation, or may
disagree with decisions reached during
the ex parte reexamination or with char-
acterizations made by the patent owner
in arguments or in a declaration. Such
multiple requests for reexamination may
result in so called “rolling reexaminations.”
The primary limit on such tacties is the
requirement for a separate substantial new
question of patentability in each request,
which can become more difficult with each
request, as discussed in a previous article.!’
Another limit is the right of patent owners
to file a petition alleging that the subse-
quent request was filed to harass the patent
owner."!

Procedures for Merged Proceedings

After the proceedings are merged, the
merged proceeding is generally assigned
to the same examiner to whom the earlier
reexamination was assigned, and the pros-
ecution continues at the most advanced



point possible for the earlier proceeding.'?
For example, if the earlier proceeding is
ready for a final rejection and the second
proceeding does not provide any new infor-
mation that would call for a new ground of
rejection, a final rejection may be made
in the merged proceedings. If the earlier
proceeding already has an outstanding final
rejection, prosecution may be reopened to
apply any of the new patents or printed
publications presented in the subsequent
request.

The patent owner must maintain iden-
tical claims in all merged proceedings.
When the claims are not identical, the pat-
ent owner will be given one month to file
a housekeeping amendment to harmonize
the claims, without any commentary on
the patentability of the claims. The patent
owner must file a single response (or other
paper) in each of the merged proceedings.
However, if a fee (e.g., excess claim fee, fee
for an extension of time, or petition fee) is
required along with the response (or other
paper), only one fee needs to be paid. Thus,
even though separate files are maintained
for each proceeding, the files should con-
tain identical claims, responses, and. other
papers from the time of merger.

INTER PARTES REEXAM +
ANOTHER REEXAM

Tactical Use of Merger

When a subsequent request for reex-
amination results in the copendency of an
ex parte reexamination and an inter partes
reexamination, the proceedings will usu-
ally be merged." The high likelihood of a
merger in this scenario can be tactically
used In various ways. For example, in a
lawsuit with multiple defendants, one of the
defendants may request inter partes reex-
amination and one of the other defendants
may desire to participate in the inter partes
reexamination by requesting another inter
partes reexamination and petitioning for
merger of the proceedings. In such merged
proceedings, all third-party requesters of
an inter partes reexamination are allowed
to participate.

Another
involves the practice used by defendants to
obtain a quick stay in litigation by request-
ing ex parte reexamination and then later
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requesting inter partes reexamination. This
“1-2 punch” can maximize the likelihood
of obtaining a stay while allowing more time
to thoroughly prepare the request for inter
partes reexamination.
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If an inter partes reexamination requester
is also involved in litigation with the patent
owner and a final adverse judgment in the
litigation appears to be forthcoming, then
the requester may want to consider filing
a request for ex parte reexamination to
avoid having the estoppel provisions of 35
U.5.C. § 317(b) terminale the inter partes
reexamination.'* The ex parte reexamina-
tion, assuming it is granted as raising a
substantial new question of patentability,
will not be estopped even if the inter partes
reexamination should be. If appropriate,
the PTO may merge the ex parte and inter
partes reexaminations.

There is not a set window for request-
ing reexamination that ensures merger.
However, it is best to file a subsequent
request at the earliest possible stage. For
example, a petition for merger will be
accepted after an order for inter partes
reexamination even if the order was not
accompanied by an Office action.'> When
seeking merger, it is best to avoid filing a
petition after an Action Closing Prosecution
has been mailed. Of course, merger is even
less likely after issuance of a Notice of
Intent to Issue a Reexamination Certificate.

Procedures for Merged Proceedings

The procedures described above for
merged proceedings involving only ex parte
reexaminations also apply to merged pro-
ceedings involving at least one inter partes
reexamination.'® However, the merged pro-
ceedings are otherwise conducted in accor-
dance with the requirements for inter partes
reexamination,'” which typically means that
the patent owner can no longer conduct
interviews with the examiner. Of course, the
third-party requester of the ex parte reex-

amination who did not also request inter

partes reexamination has no participation
rights'® after the opportunity to reply to the
patent owner’s statement has passed, except
in the rare circumstance that the third-party
successfully petitions under 37 C.F.R. §
1.183 to waive the prohibition against fur-
ther participation. Additional requirements
relate primarily to the inter partes third-
party requester(s) who must file a single
response (or other paper) in each of the

merged proceedings. ([P
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