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s every patent attorney knows well,

arguments made during prosecution

can affect how a court later construes
the claims of a patent. The same is true
when the arguments are made in reexami-
nation or reissue. That should be neither
surprising nor controversial. Until recently,
arguments in reexamination or reissue were
thought to have no more consequences
than if the same arguments were made in
original prosecution. However, a recent
case gave greater effect to arguments in
reexamination, applying intervening rights
and the damages limitations of 35 U.S.C.
§ 252 on the basis of arguments made in
reexamination. This article discusses the
various consequences that flow from argu-
ments made by a patent owner in reexami-
nation or reissue.

TRADITIONAL ARGUMENT-BASED
ESTOPPEL EFFECTS

The prosecution history during reex-
amination or reissue is relevant to claim
construction and estoppel of the doctrine of
equivalents, just as is the original prosecu-
tion history. Unlike with original prosecu-
tion, however, one at risk of infringement
can influence the reexamination prosecu-
tion history by presenting prior art, fram-
ing a request, and, if the reexamination is
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inter partes, participating in the proceeding.
Indeed, someone with a practicing-the-
prior-art “defense” to infringement, where
that prior art is a printed publication, may
be able to inexpensively establish or bolster
that defense via reexamination, thereby
setting up the patent owner to make a pros-
ecution record on which the requester can
more easily base its claim construction or
noninfringement arguments.

Claim Construction

Just like original prosecution history,
reexamination prosecution history is intrin-
sic evidence relevant to the construction of
disputed claim terms. A powerful example
of that prineiple is Visto Corp. v. Research
in Motion Ltd.' The court had previously
construed the term “smartphone” broadly
to mean “a telephone device that integrates
computing capabilities and telephone capa-
bilities.”?> However, the court later nar-
rowed its construction of that term based
on subsequent events in reexamination. In
response to the defendant’s motion to revise
the claim construction, the court said,
“[T]he intrinsic record has developed such
that this [original] construction is no longer
tenable. Rather, the intrinsic record now
dictates that this Court revisit its construc-
tion of the term ‘smartphone’ in advance
of trial to reflect a specific definition of
‘smartphone’ urged by Visto during reex-
amination.”® The court then entered the
following construction for “smartphone”:
“a device that is a thin client of limited
computing power” where “[l]imited com-
puter power means capabilities less than
those provided by an Intel 486 processor,
6MB of RAM, and 35 MB of storage.” The
change in scope of the construction of the
same term as a result of the reexamination
was considerable.

The reexamination need not be con-
cluded for a court to look to its prosecution
history for claim construction guidance. At
least one district court has looked to incom-
plete reexamination proceedings during
claim construction.®

Doctrine of Equivalents

Amendments and arguments made dur-
ing reexamination prosecution also affect
the availability of the doctrine of equiva-
lents via the doctrine of prosecution history
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estoppel. The seminal case on prosecution
history estoppel, Festo, is, in fact, a case
involving a reexamined patent.® Thus, an
argument or amendment in reexamination
that surrenders claim scope provides a legal
defense against an assertion that what was
surrendered can be an equivalent under the
doctrine of equivalents.

Victory by Defeat

For all of the foregoing reasons, a reex-
amination in which none of the claims of
interest is canceled or narrowed may none-
theless put an accused infringer in a better
position because the prosecution history in
reexamination may be more favorable to
the accused infringer. As one commentator
put it:

[E]ven in apparently “losing” reex-

aminations, prosecution history state-

ments made by the patent owner’s

attorneys to obtain re-allowance

of claims . . . may well create or
greatly strengthen a third party’s
non-infringement argument! Thus, a
third party reexamination requestor
will not necessarily be unhappy even
if the patentability of one or more
claims is confirmed, where, to gain
that confirmation, the patent owner
has made arguments limiting the
scope of his claims or otherwise cre-
ated prosecution history estoppel, so
as to preclude infringement.["

In short, it is sometimes possible to win the
overall dispute by losing the reexamination.
If that is your strategy, it is advisable to
inform your client in advance!

INTERVENING RIGHTS ARISING
FROM ARGUMENTS

As we discussed in our February 2010
article “Claim Changes in Reexamination
and Reissue,” claims that are substantively
amended during reexamination or reissue
give rise to intervening rights and avoid
liability for past infringement.?

Intervening rights and absolution of past
infringement liability are technically dis-
tinct, although often referred to together
as “intervening rights.” Absolution of past
infringement liability, before the date of a
reexamination certificate or grant date of
a reissue patent, is codified in 35 U.S.C. §
252, 1 1, whereas intervening rights arise
from 35 U.S.C. § 252, 1 2, and are pro-
spective after the date of the certificate or
reissue grant.



35 US.C. § 252 applies by its very
terms to reissue patents and applies to reex-
aminations via 35 U.S.C. § 307(b), which
states In pertinent part, “Any proposed
amended or new claim determined to be
patentable and incorporated into a patent
following a reexamination proceeding will
have the same effect as that specified in
section 252 of this title for reissued patents
....” Identically worded statutes will apply
§ 252 to the new review proceedings cre-
ated by the America Invents Act.’

Our February 2010 article discussed
the circumstances under which intervening
patent rights are created in a reexamina-
tion. In a nutshell, those circumstance
arise when (1) the words of the claim are
changed in reissue or reexamination and
(2) the amended claim has a scope different
from any other original claim in the patent.

Marine Polymer v. HemCon

The recent case of Marine Polymer
Technologies, Inc. v. HemCon, Inc. presents
a new circumstance that can lead to the
same result.!’ That circumstance is when
arguments during reexamination or reissue
change the scope of the claims.

In that case, Marine Polymer sued
HemCon for infringing U.S. Patent No.
6,864,245. Marine Polymer prevailed in
the district court, which found infringement
after construing the claim term “biocompat-
ible” to mean, inter alia, that there is no
detectable biological reactivity.

HemCon requested reexamination of the
patent during the pendency of the litigation.
During the reexamination, Marine Polymer
successfully urged the PTO to adopt the
district court’s construction of “biocompat-
ible” and canceled some dependent claims
that recited non-zero levels of biological
reactivity. The independent claims, which
included the term “biocompatible,” were
not amended.

On appeal, the dispute focused on
whether Marine Polymer’s arguments dur-
ing reexamination should relieve HemCon
from its infringement liability — an issue
that the district court had not decided, as
the reexamination concluded after the dis-
trict court’s judgment. In a 2-1 épli_t deci-
sion, the Federal Circuit held in HemCon’s
favor. According to the majority, the pat-
ent was subject to absolute intervening
rights and absolution for past infringement

under 35 U.S.C. § 252 because of Marine

Polymer’s arguments during reexamina-
tion regarding the scope of the claims.
The majority cared little that the claim
language had not changed. The key for the
majority was that the scope of the asserted
independent claims was altered by Marine
Polymer’s actions during reexamination.

Judge Alan D. Lourie dissented, point-
ing out that 35 U.S.C. § 307(b) by its very
terms says that § 252 applies to — and thus
the question of intervening rights arises only
for — “new or amended claims” in a reex-
amination. Thus, according to Judge Lourie,
the majority’s analysis was premised on an
improper statutory interpretation.

Strategy Implications

If the decision in Marine Polymer
stands,’ then it makes reexamination
even more attractive to accused infring-
ers, as the decision enables almost every
accused infringer to argue that the patentee
amended its claims in effect, by argument,
even when the original claim language
survives reexamination without change. In
essentially every case, the patentee must
make arguments to convince the examiner
that the claims are patentable (e.g., to dis-
tinguish the prior art that is the basis for
the reexamination). Even when no claim
amendment is needed, the patentee must
state arguments on the record. This is par-
ticularly so because prior art considered in
reexamination is typically different from
that considered during original prosecution
and therefore requires new arguments to
distinguish it. Using that record, an accused
infringer could — under the court’s ruling in
this case — always credibly contend that
the patentee’s arguments altered the mean-
ing of the claims. The panel decision will
encourage parties to request even more
reexaminations or new review proceedings
and to make such contentions routinely as a
means to enjoy intervening rights and avoid
liability for past infringement.

Because the rule of Marine Polymer will
also apply to reissues, patent owners should
consider carefully whether filing for reissue
is advisable. If a patent owner hopes to
emerge with one or more original claims
unamended and to enforce them retroac-
tively, that objective may be stymied if
arguments must be made during the reissue
prosecution to get those claims allowed in
their original form. Such arguments may
give infringers intervening rights. (P
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